
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address; COMMISSIONER OF PATENTS AND TRADEMARKS 
P.O. Box 1450 

Alex»fldria,Viiginb 22313-1450 
wwrw.ujpto.50v 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


09/475,70.* 




12/30/1999 


WOJCIECH K. SLUSAREK 


7S738EAR 


6737 


1333 7590 


05/13/2003 


* 







PATENT LEGAL STAFF 
EASTMAN KODAK COMPANY 
343 STATE STREET 
ROCHESTER, NY 14650-2201 



EXAMINER 



CHEA, THORL 



ART UNIT 



PAPER NUMBER 



1752 

DATE MAILED: 05/13/2003 



] 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



• 

Office Action Summary 



Applicati n No. 
09/475,703 ^ 



Examiner 

Thorl Chea 



Applicant(s) 

SLUSAREK ET AL 



Art Unit 

1752 



_ Th MA i UNG DATE of this commu nication appears on the cov r sheet with the c rrespondence address - 

Period f r Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

after SIX (6) MONTHS from the mailing *^ of this , »mmun,cahon. m i nimurI , of thirty (30) days will be considered timely. 

- If the period for reply specrffed above .s less ttran thirty g°»*nft2KlS and will e)q>ire SIX (6) MONTHS from the mailing date of this commun.cat,on. 

earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication® filed on 22 April 2003 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3d Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 213. 
Disp sition of Claims 

4) ^ Claim(s) 1,3-5 7-20 and 42-46 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 13-5. 7-13. 17-20 and 42-46 is/are rejected. 

7) M Claim(s) 14. 19 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

1) S Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). . 

2) □ Notice of Drattsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statements) (PTO-1 449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 

1. Applicant's request for reconsideration of the finality of the rejection of the last 
Office action is persuasive and, therefore, the finality of that action is withdrawn. 

2. Applicant's arguments, see amendment pages 10-12, filed April 22, 2003, with 
respect to the rejection(s)of claim(s) 1, 3-5, 7-20, 42-46 under Sato et al have been 
fully considered and are persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, a new ground(s) of rejection is made in view of 
Japanese Publication and Translation 57-76543 (JP'543) and SH058-95344 (Sho'344). 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1, 3-5, 7-13, 17-18, 20, 42-46 are rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Sho57- 
76543 (Sho'543). See Sho'543 formula on page 2 and exemplified compounds on 
pages 7-8; the definition of R 7 and R 8 on page 6 first paragraph. The compound taught 
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in Sho'344 contains a single bond substituted with group R7 and R 8 within the scope 
of T and R12 and a developer associated therewith. The exemplified compounds 1- 4, 
10-21 anticipated the compound of the claimed invention, which renders the claimed 
invention lacks novelty. Alternatively, it would have been obvious to the worker of 
ordinary skill in the art to select the groups R 7 and R 8 within the species suggested 
therein with an expectation of achieving a useful developer. 

6. Claims 1, 3-5, 7-13, 17-18, 20, 42-46 are rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Sho58- 
95344 (Sho'344). See compounds in column 1, page 3, exemplified compounds on 
page 4-5. The exemplified compounds on page 4, such as DP-9, DP-12; DP1-17, DP- 
25 anticipated the compounds of the claimed invention, which renders the claimed 
invention lacks novelty. Alternatively, it would have been obvious to the worker of 
ordinary skill in the art to use the compounds within the generic formula taught in 
Sho'344 to provide the claimed invention. 

7. Claims 1 5, 1 9 would be allowable if rewritten to overcome the rejection(s) under 
35 U.S.C. 112, second paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. The prior art fails to disclose 
the composition of the photothermographic material or thermographic material having 
imaging layer containing silver halide, non-light insensitive silver salt oxidizing agent 
and reducing agent. 
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Conclusi n 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thorl Chea whose telephone number is (703)308-3498. 
The examiner can normally be reached on M-F (9:30 - 6:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Janet C Baxter can be reached on (703)308-2303. The fax phone numbers 
for the organization where this application or proceeding is assigned are (703)872-9301 
for regular communications and (703)872-9311 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703)308- 
0661. 




tchea^ Thorl Chea 

May 9 2003 Primary Examiner 

Art Unit 1752 



